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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 21-22 and 24-25 are rejected under 35 U.S.C. 101 because those claims 
are considered to contain non-functional descriptive material which is not patentable 
under current Office practice. 

Descriptive material that cannot exhibit any functional interrelationship with the 
way in which computing processes are performed does not constitute a statutory 
process, machine, manufacture or composition of matter and should be rejected under 
35 U.S.C. 101 . Descriptive material alone does not impart functionality either to the 
data as so structured, or to the computer. Such "descriptive material" is not a process, 
machine, manufacture or composition of matter. (Data consists of facts, which become 
information when they are seen in context and convey meaning to people. Computers 
process data without any understanding of what that data represents. Computer 
Dictionary 210 (Microsoft Press, 2d ed. 1994).) Purely nonfunctional descriptive 
material cannot alone provide the practical application for the manufacture. 
Nonfunctional descriptive material may be claimed in combination with other functional 
descriptive multi-media material on a computer-readable medium to provide the 
necessary functional and structural interrelationship to satisfy the requirements of 35 
U.S.C. 101. The presence of the claimed nonfunctional descriptive material is not 
necessarily determinative of nonstatutory subject matter. 
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In this application, the claimed recitations including receiving, initiating, 
incrementing, determining, generating, repeating continuously, and re-initiating are 
reasonably and broadly construed in light of the specification to be descriptive material 
that cannot exhibit any functional interrelationship with the way in which computing 
processes are performed and does not constitute a statutory process, machine, 
manufacture or composition of matter. The independently claimed counter is broadly 
and reasonably construed from applicants' specification paragraph [0029] to be merely 
a computing process performed such that it does not constitute a statutory process, 
machine, manufacture or composition of matter because it can be interpreted to be a 
value as claimed such that the claimed invention is merely a mathematical algorithm 
which may be performed without pre-empting other uses of a mathematical principle. 

Because the claimed invention is considered to recite non-functional descriptive 
material, it is rejected as containing non-statutory subject matter. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 21-27 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a device operable connected to a programmable 
logic controller, does not reasonably provide enablement for a method for controlling a 
device. The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to enable a method for controlling a 
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device without pre-empting other uses of a mathematical principle such that the 
invention is commensurate in scope with these claims. Since the invention contains 
non-statutory subject matter, as rejected above, it is also considered non-enabling to 
those skilled in the art. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 21-27 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Those claims contain recitations of receiving, 
initiating, incrementing, determining, generating, repeating continuously, and re-initiating 
which are considered failure to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Those recitations involve a method for 
controlling a device without pre-empting other uses of a mathematical principle such 
that the invention could be infringed by others using the same claimed mathematical 
principle. Furthermore, claim 24 contains the recitation "the device" which is considered 
indefinite since no earlier devices are claimed in its line of dependency. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Application/Control Number: 10/603,018 Page 5 

Art Unit: 3749 

Claims 21-26 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Deschaaf et al. (US 4,385,452). 

Claims 28-35 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Kuroda et al. (US 5,852,881). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Deschaaf in view of Dulay et al. (US 5,1 17,562). Deschaaf is considered to disclose the 

claimed invention, as rejected above, except for the claimed at least one of a plurality of 

lamps. Dulay, another method for controlling a device, is considered to disclose at least 

one of a plurality of lamps at column 8 lines 4-66. It would have been obvious to one 

skilled in the art to combine the teachings of Deschaaf with at least one of a plurality of 
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lamps, considered disclosed by Dulay for the purpose of increasing the safety of an 
operator and conserving the bulb life of lamps by inadvertently starting. 

Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kuroda 
in view of Dulay. Kuroda is considered to disclose the claimed invention, as rejected 
above, except for the claimed at least one of a plurality of lamps. Dulay, another 
system for controlling a device, is considered to disclose at least one of a plurality of 
lamps at column 8 lines 4-66. It would have been obvious to one skilled in the art to 
combine the teachings of Kuroda with at least one of a plurality of lamps, considered 
disclosed by Dulay for the purpose of increasing the safety of an operator and 
conserving the bulb life of lamps by inadvertently starting. 

Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lueckenbach (US 6,751 ,888) in view of Dulay. Lueckenbach is considered to disclose 
the claimed invention comprising: 

a power intensity selector 102 for selecting a power intensity value; 

a time cycle selector 70 for selecting a duration value wherein the disclosed 
selector knob is considered to expressly disclose the claimed time cycle selector at 
column 3 line 40 because both allow time cycle selection; 

a temperature selector 102 for selecting a temperature value wherein the 
disclose controller is considered to inherently anticipate the claimed temperature 
selector since that device controls heating elements at column 3 line 60 such that 
heating element control directly correlates to temperature selection; 
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a base resolution selector 124 for selecting a base resolution wherein the 
disclosed thermostat is considered to inherently disclose the claimed base resolution 
selector because both provide a base resolution for a particular desired value; 

a selector 104 for selecting the power intensity output signal; and 

an application module 100 configured to initiate a counter; 

increment the counter by the power intensity value as disclosed in column 4 line 
57 through column 5 line 20; 

determine whether the counter is greater than the base resolution as disclosed in 
column 6 lines 10-27; 

upon a determination that the counter is greater than the base resolution, 
generate a power intensity output signal and decrementing the counter by the base 
resolution as disclosed in column 6 lines 10-55; 

otherwise, increment the counter by the power intensity value as disclosed in 
column 7 lines 1-27; 

sense the temperature of an element of the system as disclosed in column 4 
lines 7-20; 

determine whether the temperature of the element of the system has exceeded 
the temperature value as disclosed in column 5 lines 21-39; 

upon a determination that the temperature of the element of the system has 
exceeded the temperature value, generate a system shutdown signal as disclosed in 
column 6 line 47 through column 7 line 7; and 
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upon a determination that the counter has exceeded the duration value, generate 
a system shutdown signal as disclosed in column 6 line 4 through column 7 line 43. 
Lueckenbach is considered to disclose the claimed invention except for the claimed at 
least one of a plurality of lamps. Dulay, another method and/or system for controlling a 
device, is considered to disclose at least one of a plurality of lamps at column 8 lines 4- 
66. It would have been obvious to one skilled in the art to combine the teachings of 
Lueckenbach with at least one of a plurality of lamps, considered disclosed by Dulay for 
the purpose of increasing the safety of an operator and conserving the bulb life of lamps 
by inadvertently starting. 

Response to Arguments 

Applicant's arguments with respect to claims 21-37 have been considered but are 
moot in view of the new grounds of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen Gravini whose telephone number is 571 272 
4875. The examiner can normally be reached on normal weekday business hours (east 
coast time). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ehud Gartenberg can be reached on 571 272 4828. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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March 8, 2006 




